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Anpos T. Matthews, Trademark Exam ning Attorney, Law Ofice
108 (David Shall ant, Managi ng Attorney).
Before Cissel, Hairston and Hanak, Adm nistrative Trademark
Judges.
Qpi nion by Cissel, Adm nistrative Trademark Judge:

On February 14, 1997, applicant filed the above-
referenced application to register the mark "DCP” on the
Principal Register for “insurance services, nanely, clains
adm ni stration and processing,” in Cass 36. The
application was based on applicant’s assertion that it

possessed a bona fide intention to use the nmark in comrerce

in connection with the services.
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After the application was approved for publication,
applicant filed a Statenent of Use claimng that applicant
had used the mark in interstate commerce since June 20,
1997 by applying it to advertising and pronotional
materials for applicant’s services. Specinens of use were
attached.

The Exam ning Attorney found the specinens to be
unaccept abl e as evidence of use of the mark in connection
with the services recited in the application. Applicant
responded by subm tting additional specinens, but the
Exam ning Attorney did not accept them either.

Applicant then filed a Notice of Appeal, anended the
recitation of services to state the services with which the
mark is used as “insurance services, nanely, clains
adm ni strati on and processing provi ded by enpl oyees who
have conpl eted specialized training and the subject,” in
Cl ass 36, and requested reconsideration of the requirenent
for substitute specinens.

The Board instituted the appeal, but suspended action
on it and remanded the application to the Exam ning
Attorney for reconsideration of the requirenent for
substitute specimens. Upon reconsideration, he maintained

that the speci mens applicant has submtted are not



Ser No. 75/242,114

acceptable, and returned the application file to the Board
for resunption of action on the appeal.

Bot h applicant and the Exam ning Attorney filed appeal
briefs, but applicant did not request an oral hearing
before the Board.

The sole issue in this appeal is the acceptability of
t he speci nens of use submtted by applicant. Based on
careful consideration of the record in this application and
the argunents presented by both applicant and the Exam ni ng
Attorney, we find that the requirenment for acceptable
specinens is well taken.

Section 1(a)(1l) of the Lanham Act provides that an
application for registration nust include specinens
evi dencing the use of the mark sought to be registered.
Implicit in this section is that the specinens nust show
the mark used to identify the services specified in the
application. In re Adair, 45 USPQd 1211 (TTAB 1997).

The Exam ning Attorney does not contend that applicant
is not rendering the services recited in the application,
and he readily concedes that the letters sought to be
regi stered appear in several different places in the
printed advertisenents submtted by applicant as specinens
of use. The problemthe Exam ning Attorney has with the

specinens is that they show use of “DCP’ as a designation
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used to signify the educational achievenents or
qualifications of the individual enployees who work for
applicant, rather than as a service nmark used to identify
the source of the services applicant provides.

The specinmens originally submtted with the
application are advertisenents which show the letters
sought to be registered in two places. The text of the
advertisenment begins with the foll ow ng statenent:

“To insure conpetency in all aspects of

di sability claims managenent, Fortis Benefits

| nsurance Conpany has inplenented a new skills

certification programw th an enphasis on conti nui ng

education for disability clains enpl oyees.”

The programis further described as consisting of
tests on a range of subjects that all disability clains
enpl oyees of applicant are required to conplete. The
advertisenment goes on to state that

“[u] pon conpl etion, enployees earn a dipl oma

(sic) and the right to use the Disability C ains

Pr of essi onal ( desi gnation, exclusive to Fortis

Benefits, after their nanes. ‘The DCP designhation

sets us apart in the industry as an organi zation that

val ues and pronotes know edge, continuous | earning and

devel opnent, and the professionalismof its clains
staff,” says Tom ‘It was introduced to recognize

The specimens show the service mark designation indicated by the
letters “SM in superscript each tinme the letters “DCP’ appear,
but the equi pmrent on which this opinion is produced is incapable
of printing this synbol.



Ser No. 75/242,114

disability clainms enployees for their acconplishnents
in continuing education.”

A box inserted in the mddle of the page on which this
text appears lists highlights of the program including the
not ati on “DCP designation introduced to recognize
continuing education efforts.”

The second speci nen submtted by applicant is another
printed advertisenent for applicant’s services. The
following is thr only part of the advertisenent which uses
the letters sought to be registered. |t appears under the
headi ng of “Who processes the clains?”:

“All menbers of the disability clainms area are
required to earn the Disability O ains Professiona
(DCP) designation, exclusive to Fortis Benefits.
Earning this designation involves taking el even exans
designed to test product and procedure know edge and
cl ai r8 managenent thinking. To maintain the
designation, disability claimenpl oyees nust
successfully conpl ete an annual exam on topics not
included in their original testing. They nust also
pass a recertification test consisting of previous
exam materi al every other year.”

We agree with the Exam ning Attorney that as used by
applicant in the specinens, the letters “DCP’ indicate that
applicant’s enpl oyees have net applicant’s requirenent that
they pass tests which neasure their know edge in the field

of processing clains, but neither of the specinens

submtted by applicant shows the letters applicant seeks to
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regi ster used as a service mark to identify the source of
the insurance services recited in the application.

The Board has held that a termused solely as a
designation for those who have conpl eted an applicant’s
educational course does not function as a mark to identify
and distinguish the applicant’s educational services from
simlar services provided by others. 1n re Thacker, 228
USPQ 961 (TTAB 1986). In that case, we drew the anal ogy
to a nunber of previous decisions involving the issue of
whether titles or degrees were being used as certification
mar ks or as collective nenbership marks, rather than as
service marks. W concl uded that unless the specinens of
record in an application clearly show the matter sought to
be regi stered used “in a manner which woul d be perceived as
identifying the services of applicant rather than the
i ndi vidual s who conpl ete applicant’s educational course,”
registration is not warranted.

In the case at hand, the specinens, as noted above, do
not show the letters “DCP’ used to identify the source of
the i nsurance services set forth in the application.

I nst ead, what the specinmens show is that individual
enpl oyees of applicant are authorized to use the letters
after their nanes as a “designation” that they have net

applicant’s standards for “know edge, continuous | earning
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and devel opnent, and professionalism.” Use in this manner,
as a designation of the qualifications of the individuals,
is not use of the letters to indicate the source of the
services perfornmed for applicant by such individuals, so
the facts that all authorized users of the designation are
enpl oyees of applicant and that all enployees handling
disability clainms for applicant are required to obtain and
mai ntain their status as Disability Cainms Professionals,
or “DCPs,” is irrelevant.

The instant case is not anal ogous to In re Advertising
& Marketing Devel opnent, 821 F.2d 614, 2 USPQRd 2010 (Fed.
Cir. 1987). There, the issue was whet her the mark was
bei ng used as a service mark for both for the service of
pronoting the sale of the goods and services of the
applicant’s clients as well as for the services provided by
the clients thenselves. The applicant was an adverti sing
agency whi ch sold pronotional canpaigns in which the term
sought to be registered was used by applicant’s clients to
pronote the services of the clients, but the record al so
i ncl uded specinmens in which the mark clearly was used by
the applicant to identify the pronotional services
applicant provided to its clients.

In the case at hand, however, we are not presented

with a single instance in which the letters sought to be



Ser No. 75/242,114

registered are used in any way other than in reference to
the fact that individuals enployed by applicant have net
applicant’s training requirenents.

Applicant’s basic argunent is that “[a] pplicant
bel i eves that the Exam ning Attorney has inappropriately
focused his attention on the few sentences surroundi ng the
mark as it is used in the Specinen Brochure, rather than
viewwng the mark as it is used within the context of the
Speci nen Brochure as a whole.” (brief p. 3). Wile both
the Board and the Exam ning Attorney have consi dered both
specinens in their entireties in order to evaluate the
registrability of the designation in issue, it is
conpletely appropriate to focus our attention on precisely
how the letters are used in the speci nen advertisenents
because it is this use which nust provide the basis upon
whi ch we determ ne whether or not the letters are used as a
mark to identify applicant’s services and distinguish them
fromsimlar services rendered by others.

Because the speci mens submtted by applicant do not
show the letters sought to be regi stered used as a service
mark to identify the source of the services recited the
application, the requirenent for acceptable speci nens under
Section 1(a)(1l) of the Lanham Act is well taken.

Decision: The refusal to register is affirned.
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